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DETAILED ACTION 
Qaim Objections 

Claims 5-12 are objected to under 37 CFR 1.75(c) as being in improper form because 
they depend on claims which are multiply dependent. Further, the phrase "to any preceding 
claim" is improper because it does not refer to claims in the ahernative. See MPEP § 608.01(n). 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

Claims 1 and 4-10 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

In claims 1 and 4-10, Applicants show "A security document or other device." It is not 
clear what Applicant is specifically claiming. 

In claim 1, the term "including" is not an appropriate transition tenn and thus, the scope 

of the claim is not clear. 

The tenns "substantially" and "partially" in claim 1 is a relative term which renders the 
claim indefinite. The terms "substantially" and "partially" is not defined by the claim, the 
specification does not provide a standard for ascertaining the requisite degree, and one of 
ordinary skill in the art would not be reasonably apprised of the scope of the invemion. 

In claim 1, it is not clear how the ink can be both transparent/translucent and specular at 

the same time. 
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In claim 5, Applicant shows "The security document or device of any preceding claim 4" 
It is not clear which claims that claim 5 depends upon. 

Claim 5 recites the limitation "the remainder of the security document or device." There 
is insufficient antecedent basis for this limitation in the claim. 

In claim 9. the phrase "film of the type suitable for the production of banknotes" is 
unclear. 

In claim 10, it is not clear what is meant by "the property of the ink produce an image 
having optical properties similar to the optical properties of tracing paper." It is not clear what 
the optical properties of the tracing paper is. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

^ItnmTl^^: obtained though the invention is not identically disclosed or described as set forth in 

;=ri:f2ht^i^^^^ 

Claims 1-5 and 7-12 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Salmd'n fet al.; U.S. Pat. No. 5,762,379. 

Salmon shows a printed article comprising a plastic board stock, a film of reflective foil 
material applied to the board stock, and printing a raised image comprising translucent ink onto 
the reflective foil material (claims 1 and 21) about 0. 1 mil in thickness (column 3, lines 9-19). 
Salmon shows that the thickness of the ink may be larger or smaller to suit particular applications 
and that the ink and reflective film may be applied by a silk screen method (column 3, lines 20- 
32 and column 5, lines 14-31). 
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Salmon does not show the gloss units, height of the printed image, and haze values as in 
instant claims 1-3 nor the thickness of the reflective layer as in instant claim 7. However, such 
ranges are properties which can be easily determined by one of ordinary skill in the art. With 
regard to the limitation of the ranges, absent a showing of unexpected results, it is obvious to 
modify the conditions of a composition because they are merely the result of routine 
experimentation. The experimental modification of prior art in order to optimize operation 
conditions (e.g. ranges) fails to render claims patentable in the absence of unexpected results. 
All of the aforementioned limitations are resuh effective as they control the level of reflectivity 
and three-dimensional effects and clarity of the image in the device. As such, they are 
optimizable. It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to make the device with the limitations of the ranges since it has been held 
that discovering an optimum value of a resuh effective variable involves only routine skill in the 
art. In re Boesch, 617 F.2d 272, 205 USPQ 215 (CCPA 1980). 

In claims 1, 4, and 8, the phrase "layer/foil applied to. . ." introduces a process limitation 
to the product claim. The patentability of a product does not depend on its method of 
production. If the product in the product by process claim is the same as or obvious from a 
product of the prior art, the claims are unpatentable even though the prior art was made by a 
different process. MPEP 2113. Further, process limitations are given no patentable weight in 
product claims. 

Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over Salmon et al., US. 
Pat. No. 5,762,379 in further in view of Philips et al., U.S. Pat. No. 5,766,738. 
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Salmon is relied upon as above for claims 1-5. Salmon does not show a gravure printing 
process as in instant claim 6. Philips shows an optically variable article comprising a substrate, 
foil layer, and ink layers wherein the ink is applied by an intaglio or gravure or silk screening 
printing process (column 21, lines 1-27). It would have been obvious to one of ordinary skill in 
the art at the time the invention was made to employ an intagho or gravure printing process since 
it is known that such a process is effective for printing inks and reflective materials onto foil 
surfaces and/or polymer substrates and because intaglio, gravure, and silk-screening processes 
are functional equivalents for applying inks and reflective material. 

Claims 4-6 are rejected because they are product-by-process claims. Additionally, the 
terms "is applied to. . .by a printing process" introduces a process limitation to the product claim. 
The patentability of a product does not depend on its method of production. If the product in the 
product by process claim is the same as or obvious from a product of the prior art, the claims are 
unpatentable even though the prior art was made by a different process. MPEP 2113. 

In claims 1 and 4, the phrase "layer/foil applied to. . ." introduces a process limitation to 
the product claim. The patentability of a product does not depend on its method of production. 
If the product in the product by process claim is the same as or obvious from a product of the 
prior art, the claims are unpatentable even though the prior art was made by a different process. 
MPEP 2113. Further, process limitations are given no patentable weight in product claims. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kimberiy T. Nguyen whose telephone number is (703) 308-8176. 
The examiner can normally be reached on Monday to Friday, except on every other Friday. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Cynthia H. Kelly can be reached on (703) 308-0449. The fax phone numbers for the 
organization where this application or proceeding is assigned are (703) 872-93 10 for regular 
communications and (703) 872-93 1 1 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-0661 . 



Kimberly T. Nguyen 
Examiner 

September 16, 2002 
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SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 1700 



